The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore PATE, MCQUADE, and GONZALES, Adninistrative Patent
Judges.

MCQUADE, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

Jeffrey R Lind appeals fromthe final rejection of
claims 1 through 7, 9, 10 and 12 through 30, all of the clains
pending in the application. W affirmin-part and enter a new
rejection pursuant to 37 CFR §8 1.196(b).

THE | NVENTI ON

The invention involves a replaceable tip for a bowing
shoe which provides a desired slide/traction characteristic

and protects the shoe fromundue wear. A copy of the appeal ed
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clains appears in the appendix to the appellant’s main brief

(Paper No. 11).

THE EVI DENCE

The itens relied on by the exam ner as evidence of

obvi ousness ar e:

McCor d 3,027, 661 Apr. 3,
1962

Ludwi g 3,561, 140 Feb. 9,
1971

Guarrera 3, 693, 269 Sep. 26,
1972

Gllet 3,903, 620 Sep. 9,
1975

Bauer 4,267, 650 May 19,
1981

Fanol ar e 5,542,198 Aug. 6
1996

Lecl ercq 488, 133 Sep. 5,
1918

French Patent Docunent!?

Trentin 526, 565 May 18,
1955

Italian Patent Docunent!?
The itemrelied on by the appellant as evi dence of non-

obvi ousness i s:

1 An English language translation of this reference,
prepared by the United States Patent and Trademark O fice, is
appended hereto.



Appeal No. 2000-1315
Application 09/152, 563

The 37 CFR § 1.132 Affidavit of Mke Aulby filed Septenber 15,
1999 (Paper No. 7).

THE REJECTI ONS

Clainms 1 through 4, 6, 9, 10, 12, 13, 16 through 19, 21,
23 through 25, 27, 29 and 30 stand rejected under 35 U.S.C. §

103(a) as bei ng unpatentabl e over Fanolare in view of Bauer.

Clains 5, 14, 20 and 26 stand rejected under 35 U. S. C
8§ 103(a) as being unpatentable over Fanolare in view of
Bauer, Ludwig, Gllet and CGuarrera.

Clans 7, 15, 22 and 28 stand rejected under 35 U S. C
8 103(a) as being unpatentable over Fanolare in view of Bauer,
McCord, Leclercq and Trentin.

Attention is directed to the appellant’s main and reply
briefs (Paper Nos. 11 and 13) and to the exam ner’s answer
(Paper No. 12) for the respective positions of the appellant
and the examner with regard to the nerits of these

rejections.?

21In the final rejection (Paper No. 6), the exam ner
applied Ludwig, Gllet, and Guarrera in the rejection of
claims 5, 14, 20 and 26, and McCord, Leclercqg and Trentin in
the rejection of clains 7, 15, 22 and 28, alternatively as
wel |l as cumul atively. In order to reduce the issues on
appeal, the exam ner has withdrawn the alternative application

3
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DI SCUSSI ON

Fanol are, the examner’s primary reference, discloses “a

bow i ng shoe construction having a renovable slide pad and
heel for varying the friction of the bowing shoe sole on the
bow i ng surface” (colum 1, lines 8 through 11). As descri bed
in the reference,

[t]he instant bowl ing shoe construction [10]
conpri ses a shoe upper [12], and a shoe sol e [14]
mounted to the shoe upper. The shoe sole has a
tread surface [24], and a slide area [26] on the
tread surface extending longitudinally froma toe
end [18] of the shoe sole rearwardly to an arch
portion [20] thereof, and extending |laterally across
the entire width of the tread surface. The bow ing
shoe construction further conprises a renovable
slide pad [16] having a peripheral margin equal to
t he peripheral margin of the slide area on the tread
surface so that the slide pad conpletely overl ays
the slide area. The slide pad is renovably secured
to the tread surface by neans of interl ocking hook
and pile fastener materials [32, 34] attached to the
slide area of the tread surface and to the slide
pad. 1In a second enbodi nent, the shoe construction
[38] includes a renovable slide pad [44] and a
removabl e heel [46] which are renovably secured to
the sole [42] of the shoe with hook and pile
fastener material [50, 52, 58, 60]. The renovable
slide pad and heel enable the bow er to select slide
mat eri al s having desired frictional characteristics
to inprove sliding on varying bowing | ane surface
conditions [colum 1, line 55, through colum 2,
line 6].

of these references (see page 2 in the answer).

4
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Fanol are al so teaches that the slide pad can be chosen
froma plurality of interchangeable slide pads to vary the
friction of the shoe sole (see colum 2, lines 46 and 47), and
that the foregoing bowing shoe construction can be applied to
both shoes of a pair (see colum 3, lines 53 through 56).

Fanol are does not respond to the various limtations in
i ndependent clains 1, 17 and 23 requiring a bowing shoe tip
adapted to cover and conformto at |east a portion of the
adj acent shoe upper. In this regard, claiml recites a
“bowl i ng shoe with a repl aceabl e bow ing shoe tip” conpri sing,
inter alia, atip “covering and conformng to at |east a
portion of a toe end
of the shoe upper,” claim17 recites a “repl aceable bowing
shoe tip for a bowing shoe” wherein the tip is “designed and
adapted to cover and conformto at |east a portion of the

adj acent shoe upper,” and claim 23 recites a “method of
providing a selectable traction surface for a bowing shoe”

conprising, inter alia, the step of providing a plurality of

bow i ng shoe tips, each “designed and adapted to cover and
conformto at |east a portion of the adjacent shoe upper.”

The appel lant’s specification (see, for exanple, pages 1, 2, 6
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and 10) indicates that such a tip protects the toe portion of
t he upper against wear. |In contrast, Fanolare’ s bow ing shoe
tips (replaceable slide pads 16 and 44) extend al ong the
bottom of the shoe sole and do not cover or conformto any
part of the shoe upper. The exam ner’s reliance on Bauer to
overconme this deficiency is not well founded.

Bauer di scloses an athletic shoe set conposed of a pair
of uppers 10, each associated with a plurality of replaceable
outsoles 26 having different treads suited to particular field
surfaces and conditions. Each outsole includes an upstanding
mar gi nal strip 32 extending conpletely about its periphery for
covering and interlocking with the | ower part of the

associ at ed upper.

I n proposing to conbine Fanol are and Bauer to reject
clainms 1, 17 and 23, the exam ner concludes that it would have
been obvious “to provide the renovable tip [i.e., slide pad 16
or 44] of the bow ing shoe of FAMOLARE with a[n] upwardly
extending flange and rim as taught by Bauer, to further
secure or |ock the shoe and the renovabl e section together”

(answer, page 4). As persuasively argued by the appell ant,
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however, there is nothing in the conbi ned teachings of these
references which woul d have suggested this particul ar

conbi nation. Although Fanolare’s slide pads and Bauer’s

out sol es have sone characteristics in conmon (e.g., both are
repl aceabl e ground-contacting el enents), in an overall sense
they are quite distinctive in structure and function.

Fanol are’s slide pad is not an outsole as in Bauer, but is
nmerely an accessory attachable to an outsole. In addition,
there is no indication in the prior art that this slide pad
needs any additional securenent to its sole, nuch |less the

| evel of securenent furnished by an upstanding rimor strip of
the sort disclosed by Bauer. Moreover, neither of these
references contenpl ates the wear reducing benefits afforded by
the appellant’s tip. In this light, it is evident that the
only suggestion for selectively picking the upstanding rim
from Bauer’s outsole construction and applying it to

Fanol are’ s

sliding pads stens from hindsi ght know edge i nperm ssibly
derived fromthe appellant’s disclosure. Hence, Fanolare and

Bauer fall short of establishing a prim facie case of
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obvi ousness with respect to the subject matter recited in
clainms 1, 17 and 23.

Accordingly, we shall not sustain the standing 35 U.S. C

§ 103(a) rejection of clainms 1, 17 and 23, or of clains 2

through 4, 6, 9, 18, 19, 21, 24, 25, 27, 29 and 30 which
variously depend therefrom as being unpatentabl e over
Fanol are in view of Bauer.?3

| nasnmuch as the exam ner’ application of Ludwig, Gllet,
Guarrera, MCord, Leclercq and Trentin does not cure the above
noted failings of the basic Fanol are-Bauer conbination with
respect to parent clains 1, 17 and 23, we al so shall not
sustain the standing 35 U.S.C. 8§ 103(a) rejection of dependent
clains 5, 20 and 26 as bei ng unpatentabl e over Fanolare in
vi ew of Bauer, Ludwig, Gllet and Guarrera, or the standing 35
US C 8§ 103(a) rejection of dependent clains 7, 22 and 28 as
bei ng unpatent abl e over Fanolare in view of Bauer, MCord,

Lecl ercq and Trentin.

3 Upon return of the application to the technol ogy center,
t he exam ner shoul d reconsider the rel evance of U. S. Patent
No. 2,325,741 to Chertok, which is of record, to the subject
matter recited in claim 17 and the cl ai ns dependi ng therefrom

8
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| ndependent claim 10 differs fromindependent clains 1,
17 and 23 in that it recites a “bowing shoe for retaining a
repl aceabl e bow i ng shoe tip” which does not include the tip
as part of the clainmed shoe. As defined in this claim the
shoe conprises three elenents: a bowing shoe upper, a bowing
shoe sole having a selectable traction area and a permanent
sole area, and neans as part of the selectable traction area
for renovably securing a selected bowing shoe tip thereto and
to the shoe upper. These elenents find full response in
Fanol are’ s bow i ng shoe upper 12, bow ing shoe sole 14 havi ng
slide area 26, and hook or pile fastener material 32,
respectively. The functional |anguage in the claimrelating
to the bowing shoe tip nerely defines the clained shoe in
terns of its intended use. Since Fanolare s shoe is
i nherently capabl e of such use, it neets these functional
limtations.

Thus, the subject matter recited in claim10 is

antici pated by Fanolare.* Since anticipation is the ultimte

4 Anticipation is established when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention. RCA
Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,
221 USPQ 385, 388 (Fed. Cir. 1984).

9
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or epitone of obviousness and is not rebuttable by the

evi dence of non-obvi ousness (see In re Fracal ossi, 681 F.2d

792, 794, 215 USPQ 569, 571 (CCPA 1982)), we shall sustain the
standing 35 U.S. C § 103(a) rejection of claim10 as being
unpat ent abl e over Fanolare in view of Bauer.

Claim 16 recites “[a] pair of bow ing shoes, each of
which is a shoe according to claim10.” Fanolare’ s disclosure
(see columm 3, lines 53 through 56) of a pair of bow ing shoes
havi ng the construction di scussed above fully neets these
[imtations. Therefore, as was the case with claim 10, we
shall sustain the standing 35 U.S.C. 8§ 103(a) rejection of
claim 16 as bei ng unpatentable over Fanolare in view of Bauer.

Cl aim 15 depends fromclaim 10 and requires the
sel ectable traction area to be of reduced thickness conpared
to a permanent shoe sole area. Although Fanolare’'s sel ectable
traction area (slide area 26) does not neet this limtation,
McCord, Leclercq and Trentin denonstrate that this type of
expedi ent is conventional for accomodating renovabl e or
repl aceabl e sol e conponents while maintaining a co-planar or
flush ground-contacting surface. This self-evident advantage

woul d have provided the artisan with anple suggestion to

10
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provide Fanolare s selectable traction area with a reduced
thickness as recited in claim15. The Aulby affidavit is
entitled to little, if any, probative value as evidence of
non- obvi ousness here since the benefits alleged in the
affidavit are afforded by a bowing shoe tip which is not part
of the shoe recited in claim15.
Accordingly, we shall sustain the standing 35 U S. C
§ 103(a) rejection of claim15 as bei ng unpatentabl e over
Fanol are in view of Bauer, MCord, Leclercq and Trentin.
We shall not sustain, however, the standing 35 U. S.C
8 103(a) rejection of clainms 12 and 13, which depend from
cl aim 10, as being unpatentable over Fanolare in view of
Bauer, or the standing 35 U.S.C. 8 103(a) rejection of claim
14, which depends fromclaim210, as being unpatentabl e over
Fanolare in view of Bauer, Ludwg, Gllet and Guarrera. For
t he reasons expressed bel ow, the scope of these clains is
unclear. As a consequence, the standing prior art rejections
t hereof nust fall because they are necessarily based on
specul ative assunption as to the neaning of the clains. See

In re Steele, 305 F.2d 859, 862-63, 134 USPQ 292, 295 (CCPA

1962). It should be understood, however, that our decision in

11



Appeal No. 2000-1315
Application 09/152, 563

this regard is based solely on the indefiniteness of the
cl ai mred subject matter, and does not reflect on the adequacy
of the prior art evidence applied in support of the
rej ections.

The followng newrejection is entered pursuant to 37 CFR
8 1.196(b).

Clains 12 through 14 and 18 through 20 are rejected under
35 U.S.C. 8 112, second paragraph, as failing to particularly
point out and distinctly claimthe subject natter the

appel l ant regards as the invention.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
The purpose of this requirenment is to provide those who woul d
endeavor, in future enterprise, to approach the area
circunscribed by the clains of a patent with the adequate
noti ce demanded by due process of |law, so that they nay nore
readily and accurately determ ne the boundaries of protection

i nvol ved and eval uate the possibility of infringenent and

12
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dom nance. |n re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204,

208 (CCPA 1970).

The scope of clains 12 through 14 is uncl ear because the
limtations therein requiring the “nmeans for renovably
securing” to include structure in or on the bowing shoe tip
are inconsistent with (1) the recitation in parent claim10
that such neans are part of the selectable traction area of
the sole and (2) the fact that the tip is not recited in these
clainms as part of the claimed shoe.

The scope of clains 18 through 20 is uncl ear because the
term*“the nmeans for renovably securing” therein |acks a proper
ant ecedent basis (parent claim 17 recites instead “neans
renmovably securable”), and because “the neans for renovably
securing” as defined in clainms 19 and 20 to include structure
attached to the selectable traction area of the sole is
inconsistent with the fact that the shoe and its sole are not
recited in these clainms as part of the clained tip.

SUMMARY

The decision of the examner to reject clains 1 through

7, 9, 10 and 12 through 30 is affirmed with respect to clains

10, 15 and 16, and reversed with respect to clainms 1 through

13
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7, 9, 12 through 14 and 17 through 30; and a new rejection of
clainms 12 through 14 and 18 through 20 is entered pursuant to
37 CFR 8§ 1.196(b).

In addition to affirmng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Cct. 21, 1997)). 37 CFR 8 1.196(b) provides, “A new
ground of rejection shall not be considered final for purposes
of judicial review’

Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anmendnent of the
claims so rejected or a showing of facts relating to

14



Appeal No. 2000-1315
Application 09/152, 563

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard
under § 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record. :

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejections, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejections
are overcone.

| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirned rejections, including any tinely
request for reconsideration thereof.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

15
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AFFI RVED- | N-PART: 37 CFR 8 1.196(b).

WLLIAM F. PATE, |11
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. MCQUADE
Adm ni strative Patent Judge

APPEALS AND

| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge

N N N N N N N N N N N N N N N N

JPM ki s

MALCOLM D. REI D
GRAY, PLANT, MOOTY,
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MOOTY & BENNETT
3400 MULTI FOODS TOWER
M NNEAPOLI'S, M 55402
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